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DETAILED ACTION 

The examiner acknowledges receipt of Applicant's Remarks and Claim 
amendments, filed on 8 January 2008. 

Claim Status 

Claims 1 and 10 are amended. Claims 7-8 are cancelled. Claims 9 and 13-38 
are withdrawn from further consideration by the Examiner, pursuant to 37 CFR 1 .142(b), 
as being drawn to non-elected inventions, there being no allowable generic or linking 
claim. Claims 1-6, 10-12, and 39 are under current examination. 

Priority 

This application claims benefit from PCT/US02/08288 (filed 14 March 2002) 
which claims benefit from provisional US Application 60/314,046 (filed 22 Aug 2001) 
and from provisional US Application 60/322,993 (filed 18 Sept 2001). The instant 
application has been granted the benefit date, 22 August 2001 , from the application 
60/314,046. 

Response to Arguments - Claim Rejections 35 USC §112 

Applicant's arguments filed 8 January 2008 have been fully considered and they 
are persuasive. 

The applicant has canceled claim 7. Therefore, the rejection of claim 7 is moot. 
Accordingly, the rejection of claim 7 under 35 USC 112, first paragraph is hereby 
withdrawn. 
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Response to Arguments - Claim Rejections 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The rejection of claims 1-2 as anticipated over Lamerdin et al. (Genbank 
Accession No. AD000864, 3/22/21997), is withdrawn in response to Applicant's 
amendment or arguments. However, Claims 4-5 remain rejected as anticipated over 
Lamerdin et al. (Genbank Accession No. AD000864, 3/22/21997) for the reasons of 
record and the comments below. 

Applicant's arguments filed 8 January 2008 have been fully considered but they 
are not persuasive in regard to claims 4-5. 

The applicant's amendments cancelling portions of claim 1 (particularly options iii 
and iv) have overcome the rejection of claims 1-2 as anticipated by Lamerdin et al. 

The applicant has argued that claims 4-5 are not anticipated by Lamerdin et al. 
In particular, the applicant states, "Lamerdin etal., discloses a 39,146 base, single- 
stranded DNA sequence. This sequence does not consist of or comprise an isolated 
nucleic acid sequence that encodes SEQ ID NO: 2 because the Lamerdin et al. 
sequence needs to be manipulated into the reverse sequence and converted to a 
complementary sequence and correctly translated in-frame before it comprises a 
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nucleic acid sequence that encodes SEQ ID NO: 2. There is no teaching in Lamerdin et 
al. of performing any and all of these steps." (Remarks, filed 1/8/2008, page 12). 

While the examiner fully agrees with the applicant that Lamerdin et al. does not 
teach manipulation of their sequence into the reverse complement and further 
translation, the examiner disagrees with the applicant regarding whether the sequence 
of Lamerdin et al. inherently teaches the limitations of claims 4-5. If we break down the 
limitations of claim 4, we find there is really just a single structural limitation to the claim, 
namely "an isolated nucleic acid molecule comprising a nucleic acid sequence that 
encodes SEQ ID NO:2." It is well established that DNA is a double-stranded molecule 
and that the sequence of a single strand inherently defines the sequence of its 
complementary strand. Lamerdin et al. teach a genomic DNA sequence which 
comprises the complement of all of the 15000 bases of SEQ ID NO:1. For this reason, 
the examiner has interpreted the Lamerdin sequence as being a nucleic acid molecule 
comprising a nucleic acid sequence that encodes SEQ ID NO:2. A few different 
molecules could encode SEQ ID NO:2. For example, a cDNA molecule can encode 
SEQ ID NO:2. The instant Specification (page 2, lines 20-27) indicates that SEQ ID 
NO:1 can encode SEQ ID NO:2. The examiner believes that the Lamerdin sequence 
(GenBank sequence AD000864 which comprises the complement of SEQ ID NO:1) 
inherently teaches SEQ ID NO:1 and therefore inherently teaches a nucleic acid 
sequence which encodes SEQ ID NO:2. The examiner fully acknowledges that, in all 
likelihood, Lamerdin et al. did not recognize that their sequence encoded a polypeptide 
that reduces NF-kB-sensitive reporter activity in Cos cells. However, since this attribute 
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of SEQ ID NO:2 is inherent to the polypeptide, the examiner believes that this limitation 
is inherent to the sequence of Lamerdin. Therefore, the examiner reasserts that the 
sequence taught by Lamerdin et al. teaches the limitations of claims 4-5 directed to an 
isolated nucleic acid molecule comprising a nucleic acid sequence that encodes SEQ 
ID NO:2, and consequently also teaches the NF-kB-sensitive reporter activity. 

Accordingly, the examiner hereby maintains the rejection of claims 4-5 as 
anticipated by Lamerdin et al. However, the rejection of claims 1-2 as anticipated by 
Lamerdin et al. is hereby withdrawn. 



Response to Arguments - Claim Rejections 35 USC §103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The rejection of claims 1-3 under 35 U.S.C. 103(a) as obvious over Lamerdin et 
al. (Genbank Accession No. AD000864, 3/22/21997), is withdrawn in response to 
Applicant's amendment or arguments. However, Claims 4-6 remain rejected as obvious 
over Lamerdin et al. (Genbank Accession No. AD000864, 3/22/21997) for the reasons 
of record and the comments below. 
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Applicant's arguments filed 8 January 2008 have been fully considered but they 
are not persuasive in regard to claims 4-6. 

The applicant's amendments cancelling portions of claim 1 (particularly options iii 
and iv) have overcome the rejection of claims 1-3 as obvious over Lamerdin et al. 

The applicant has offered two specific arguments regarding the rejection of 
claims 4-6: (1 ) the examiner has failed to state a prime facie case of obviousness by not 
providing some teaching, suggestion, or motivation in the prior art that would have lead 
one of ordinary skill to modify the prior art to arrive at the claimed invention and (2) 
there is no teaching or suggestion of a polypeptide that reduces NF-kB-sensitive 
reporter activity in Cos cells by Lamerdin et al., nor is a polypeptide with this activity 
intrinsic to Lamerdin et al. sequence because the Lamerdin et al. sequence needs to be 
manipulated before it comprises a nucleic acid sequence that encodes a polypeptide 
that reduces NF-kB-sensitive reporter activity in Cos cells. 

Regarding the applicant's assertion that the examiner failed to state a prime facie 
case, the examiner disagrees. The examiner suggests that in light of the recent KSR 
decision, this necessity for a "reason or suggestion" is no longer required. KSR 
forecloses the argument that a specific teaching, suggestion, or motivation is required to 
support a finding of obviousness. See the recent Board decision Ex parte Smith, - 
USPQ2d, slip op. at 20, (Bd. Pat. App. & Interf. June 25, 2007) (citing KSR, 82 USPQ2d 
at 1396). The examiner has provided logical reasoning why a skilled artisan would 
understand the sequence of Lamerdin et al. to be obvious over instant claims 4-6. In 
the following paragraphs the examiner discusses how the teachings (GenBank 
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sequence AD000864) of Lamerdin et al. would lead one of ordinary skill to modify the 
prior art to arrive at the claimed invention. 

The applicant's second argument (Remarks, page 14) suggests that claims 4-6 
are not as obvious over Lamerdin et al. In particular, the applicant indicates, the 
Lamerdin et al. does not teach or suggest a polypeptide that reduces NF-kB-sensitive 
reporter activity, nor is such a polypeptide intrinsic to Lamerdin. The examiner points 
out that the rejected claims are not directed to a polypeptide, but to nucleic acids. 
Therefore the examiner finds this argument unpersuasive because the applicant seems 
to be arguing limitations which are not in the claims. The applicant further suggests the 
Lamerdin et al. sequence does not consist of or comprise an isolated nucleic acid 
sequence that encodes SEQ ID NO: 2 because the Lamerdin et al. sequence needs to 
be manipulated into the reverse sequence and converted to a complementary 
sequence and correctly translated in-frame before it comprises a nucleic acid sequence 
that encodes SEQ ID NO: 2. There is no teaching in Lamerdin etal. of performing any 
and all of these steps." 

While the examiner fully agrees with the applicant that Lamerdin et al. does not 
teach manipulation of their sequence into the reverse complement and further 
translation, the examiner disagrees with the applicant regarding whether the sequence 
of Lamerdin et al. intrinsically teaches the limitations of claims 4-5. If we break down 
the limitations of claim 4, we find there is really just a single structural limitation to the 
claim, namely "an isolated nucleic acid molecule comprising a nucleic acid sequence 
that encodes SEQ ID NO:2." It is well established that DNA is a double-stranded 
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molecule and that the sequence of a single strand intrinsically defines the sequence of 
its complementary strand. Lamerdin et al. teach a genomic DNA sequence which 
comprises the complement of all of the 15000 bases of SEQ ID NO:1 . For this reason, 
the examiner has interpreted the Lamerdin sequence as being a nucleic acid molecule 
comprising a nucleic acid sequence that encodes SEQ ID NO:2. A few different 
molecules could encode SEQ ID NO:2. For example, a cDNA molecule can encode 
SEQ ID NO:2. The instant Specification (page 2, lines 20-27) indicates that SEQ ID 
NO:1 can encode SEQ ID NO:2. The examiner believes that the Lamerdin sequence 
(GenBank sequence AD000864 which comprises the complement of SEQ ID NO:1 ) 
intrinsically teaches SEQ ID NO:1 and therefore intrinsically teaches a nucleic acid 
sequence which encodes SEQ ID NO:2. The examiner fully acknowledges that, in all 
likelihood, Lamerdin et al. did not recognize that their sequence encoded a polypeptide 
that reduces NF-kB-sensitive reporter activity in Cos cells. However, since this attribute 
of SEQ ID NO:2 is intrinsic to the polypeptide, the examiner believes that this limitation 
is intrinsic to the sequence of Lamerdin. Therefore, the examiner reasserts that the 
sequence taught by Lamerdin et al. teaches the limitations of claims 4-5 directed to an 
isolated nucleic acid molecule comprising a nucleic acid sequence that encodes SEQ 
ID NO:2, and consequently also teaches the NF-kB-sensitive reporter activity. 

Claim 6 is directed to the isolated nucleic acid molecule according to claim 4 
which is RNA. A skilled artisan would know how to produce an RNA molecule which 
corresponds to a particular DNA. Therefore, the examiner believes the RNA of claim 6 
is obvious over the sequence of Lamerdin et al. 
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Accordingly, the examiner hereby maintains the rejection of claims 4-6 as 
obvious over Lamerdin et al. However, the rejection of claims 1-3 as obvious over 
Lamerdin et al. is hereby withdrawn. 



The rejection of claims 10-12 under 35 U.S.C. 103(a) as obvious over Lamerdin 
et al. (Genbank Accession No. AD000864, 3/22/21997), remain rejected as obvious 
over Lamerdin et al. (Genbank Accession No. AD000864, 3/22/21997) in view of Liu et 
al. (Current Biology, 19 November 1998; 8:1300-1309) for the reasons of record and the 
comments below. 

Applicant's arguments filed 8 January 2008 have been fully considered but they 
are not persuasive. 

The examiner finds no problem with two of the three portions of claim 1 0, namely 
10i and 10ii. However, the examiner maintains that 10iii is obvious over Lamerdin in 
view of Liu. 

The applicant's arguments regarding "manipulation" of the Lamerdin sequence 
have been addressed above, in both the 102 and previous 103 response to applicant 
arguments. Therefore, the examiner will not unnecessarily extend the length of this 
action by reiterating these arguments. The applicant also suggests that Liu et al. fails 
to remedy the deficiencies of Lamerdin et al. As stated in previous actions, the Liu 
reference was introduced to describe vectors and cells comprising heterologous nucleic 
acids, rather than to provide a teaching for the claimed sequences. As described in a 
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previous action (filed 9/19/2006), Liu et al. teach vectors which can accommodate large 
genomic fragments which would be required for either the instantly claimed sequences 
or for the Lamerdin sequence. 

Accordingly, the examiner hereby maintains the rejection of claims 10-12 as 
obvious over Lamerdin et al. in view of Liu et al. 



Response to Arguments 
Claim Rejections 35 USC §112 (written description/new matter) 

The rejection of claims 1-3, 7, and 10-12 is withdrawn in response to Applicant's 
amendment or arguments. 

Applicant's arguments (Remarks, page 15) and claim amendments filed 8 
January 2008 have been fully considered and they are persuasive. 

The applicant has canceled claim 7. Therefore, the rejection of claim 7 is moot. 
Additionally, claims 1-3 and 10-12 have been amended to remove language which the 
examiner asserted was new matter. 

Accordingly, the rejection of claims 1-3, 7 and 10-12 under 35 USC 112, first 
paragraph (new matter) is hereby withdrawn. 
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Response to Arguments - Claim Rejections 35 USC § 102 

The rejection of claim 39 as anticipated over Lamerdin et al. (Genbank Accession 
No. AD000864, 3/22/21997), is withdrawn in response to Applicant's amendment or 
arguments. 

Applicant's arguments filed 8 January 2008 have been fully considered and they 
are persuasive in regard to claim 39. 

The applicant argues that Lamerdin et al. (Genbank Accession No. AD000864, 
3/22/21997) does not teach an isolated nucleic acid consisting of a nucleic acid 
sequence that encodes SEQ ID NO:2. Support for this claim language is found in the 
specification on page 2, lines 1 9-22. Upon further consideration of the teachings of the 
specification, the examiner finds his previous rejection unsupportable under this 
statute. The examiner believes the specification does not recite both broad and narrow 
claim language that would allow the examiner to reject claim 39 under 35 USC 102(b) 
as anticipated by Lamerdin et al. 

Therefore, the examiner hereby withdraws the rejection of claim 36 as 
anticipated by Lamerdin et al. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Claims 1-3 and 39 are allowed. Claims 4-6 and 10-12 remain rejected. 
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Examiner Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Long whose telephone number is 571-272-9048. 
The examiner can normally be reached on Monday - Friday, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Woitach can be reached on 571-272-0739. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/SDL/ Scott Long 

Patent Examiner, Art Unit 1633 



/Janet L. Epps-Ford/ 

Primary Examiner, Art Unit 1633 



